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Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS. 
WHICHEVER IS LONGER. FROM THE MAILING DATE OF THIS COMMUNICATION. 

• Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- tf NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, nnay reduce any 
earned patent term adjustment See 37 CFR 1 .704(b). 

Status 

1)13 Responsive to (X)mmunication(s) filed on 21 February 2006 , 
2a)l3 This action is FINAL. 2b)D This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits Is 

closed in accordance with the practice under £x parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) 13 Claim(s) 1-16 is/are pending in the application. 

4a) Of the above claim(s) 5.6,8-12,15 arid 16 is/are withdrawn from consideration. 

5) n Claim(s) is/are allowed. 

6) 13 Claim(s) 1-4.7,13 and 7 7 is/are rejected. 
?)□ Claim{s) is/are objected to. 

8) 0 Claim{s) are subject to restriction and/or election requirement. 

Application Papers 

9) 0 The specification is objected to by the Examiner. 

10) 13 The drawing{s) filed on 23 June 2003 is/are: 3)0 accepted or b)n objected to by the Examiner. 

Applicant may not request that any objection to the drawlng{s) be held in abeyance. See 37 CFR 1 .85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

1 1) n The oath or declaration is objected to by the Examiner. Note the attached Office Action or forni PTO-152. 

Priority under 35 U.S.C. § 119 

12) 0 Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
a)P All b)n Some * c)^ None of: 

1 Certified copies of the priority documents have been received. 

2. n Certified copies of the priority documents have been received in Application No. . 

3. D Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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DETAILED ACTION 

1 . This action is in response to amendment filed on February 21 , 2006. 

Specification 

2. The title of the invention is not descriptive. A new title is required that is clearly 
indicative of the invention to which the claims are directed. As the claims are directed to 
a structure, the title should be suitably changed to indicate the structure and not the 
method. 

Claim Objections 

3. Claims 1 -4, 7, 1 3, 1 4 and 1 7 are objected to because of the following 
informalities: 

The claim(s) must be in one sentence form only. There should not be any period 
(.) in the sentence. Note the format of the claims in the patent (s) cited. Claims 1 and 
1 7, both are not in one sentence form. 

Claims 4, 7, 13, 14 and 17 depend upon claim one and inherit the same 
deficiency. 

Appropriate correction is required. 

Claim Rejections - 35 USC § 112 

4. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 
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5. Claim 17 rejected under 35 U.S.C. 112, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. 

Regarding claim 17, the language "wherein laminating metal to metal may use 
an adhesive coating or an adhesive layer" makes the claim indefinite. It does not make 
clear the presence of the adhesive coating or adhesive sheet in the structure. For the 
examination purpose the presence of the adhesive layer not considered. 

Claim Rejections - 35 USC § 102 

6. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 

form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the Invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
states. 

7. Claims 1-4, 7, 14 and 17 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Shiau (US Patent No. 5.319,329). 

Regarding claim 1, Shiau, in figure 2, discloses a printed circuit board with 
internal signal traces (64, 70, 74) on a thin dielectric layer (42) suspended in air 
between two flat metal plates (44,46), suspension In air is accomplished by indentation 
of the flat metal plates above and below the trace (indentation in plate 44 and 46, see 
figure, column 2, line 59-65), the width of this indentation being wider than the trace, 
leaving the remainder of the metal away from the indentation to act as spacer, the 
indented area is referred to as a channel (see figure). 
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Regarding claim 2-4, the applicant is claiming the method steps by which the 
product is made. However, how the product Is made is a process step In the product. 
Such a process limitation defines the claimed invention over the prior art to the degree 
that it defines the product Itself. A process limitation cannot serve to patentably 
distinguish the product over the prior art, in the case that the product is same as, or 
obvious over the prior art. See Product-by-Process in MPEP § 21 13 and 2173.05(p) and 
In re Thorpe, 777 F.2d 695, 227 USPQ 964, 966 (Fed. Cir. 1985). Shiau discloses the 
structure as claimed. Therefore, Shiau meets the limitations. 

Regarding ciaim 7, Shiau discloses all the features of the claimed invention 
including the dielectric layer as applied to claim 1 above. Further, structure of Shiau is a 
stable to function as a device. Therefore, the substrate must be strong enough to 
support the trace. Therefore, Shiau meets the limitation. 

Regarding claim 14, Shiau further discloses the channels in the metal plates 
extended to the edges of the PCB (see figure). 

Regarding claim 17, Shiau further discloses all the features of the claimed 
invention as applied to claim 1 above Including connecting two metal plates (44, 46). 
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Claim Rejections - 35 USC § 103 

8. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically discbsed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 13 is rejected under 35 U.S.C. 103(a) as being unpatentable over Shiau 

as applied to claim 1 above, and further in view of Cruchon (US Patent No. 4,849,722). 

Regarding claim 13, Shiau discloses all the features of the claimed invention, 
including the conductive layers and trace but does not disclose the thickness of spacer 
about 4 or 5 mils, trace about 1 mil thick and the overall section about 12 mil thick. 
However, the size of the trace will depend upon the signal transmitting capacity required 
and that of the spacer layers will be decided based on the control of the electromagnetic 
fields. Cruchon in figure 1 discloses a structure with a trace (15) on a substrate (14), 
which is sandwiched between two conductive body (10 and 1 1 ). Cruchon further states 
how the height (H, H') of the spacer is selected, column 2, line 62 to column 3, line 42. 
Also, Cruchon, by way of an example discloses dimensions of various component 
(column 4, line 3-24) and states that the component parts could be replaced by 
equivalent parts without thereby going beyond the scope of the invention. Further, it has 
been held that where the general conditions of a claim are disclosed in the prior art, 
discovering the optimum or working ranges involves only routine skill in the art. In re 
Alien 220 F.2d 454. 456. 1 05 USPQ 233, 235 (CCPA). 
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Therefore, it would have been obvious to a person of ordinary skill in the art at 
the time of applicant's invention to provide the structure of Shiau with the dimension of 
the spacer and trace along with the overall section as claimed, as taught by Cruchon, in 
order to control the electromagnetic field to the desired range for the optimum 
performance of the device. 

' Response to Arguments 

9. Applicant's arguments filed on February 21 , 2006 have been fully considered but 
they are not persuasive. 

Regarding claim 1 , the applicant argues that the prior art patent of Shiau 
describe a mechanical assembly of a printed circuit board and external metal plates 
bolted to the board, which was never used for interconnecting trace but was for filter 
assemblies. This is not found to be persuasive. The prior art of Shiau, as explained in 
the rejection, discloses all the features as claimed, including the traces on a dielectric 
layer and the plates with indentation. How and where the structure of Shiau was used is 
a functional limitation and that does not differentiate the structure. Shiau discloses the 
structure as claimed. Therefore, Shiau meets the limitations. Applicant further argues, 
about dependent claims 2-4, that the product was made using standard processes used 
in printed circuit manufacture and therefore cost effective. However, as explained in the 
rejection, how the product is made is process limitation in the product claim and does 
not distinguish the product over the prior art, in the case that the product is same as, or 
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obvious over the prior art. Shiau discloses the structure as claimed. Therefore, Shiau 
meets the limitations. 

Conclusion 

1 0. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

Glance (US Patent No. 3,863,181) discloses a printed circuit board with traces 
(204, 205) on a dielectric layer (203) embedded in metal plates with indentation (see 
figure 2). 

Quan (US Patent No. 5,412,354), in figure 1, discloses a Teflon circuit board (52) 
with traces (54) embedded in metal plates (60, 62) with indentation fomning air channel 
(column 2, line 24-35). 

1 1 . THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 .1 36(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .1 36(a) will be calculated from the mailing date of 
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the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Ishwar (I. B.) Patel whose telephone number is (571) 
272 1933. The examiner can normally be reached on M-F (8:30 - 5:00). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Kamand Cuneo can be reached on (571) 272 1957. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 



Ishwar (I. B.) Patel 
Patent Examiner 
Art Unit: 2841 
April 27, 2006 




